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The materials prepared and presented here reflect the personal 
views of the author and do not necessarily represent any other 
individuals or entities. The Japan Patent Attorneys Association does 
not assume any responsibility for the materials.

It is understood that each case is fact specific and the materials are 
not intended to be a source of legal advice. These materials may or 
may not be relevant to any particular situation.

The author and the Japan Patent Attorneys Association cannot be 
bound to the statements given in these materials. Although every 
attempt was made to ensure that these materials are accurate, 
errors or omissions may be contained herein and any liability is 
disclaimed.

Disclaimer



Overview

1. Implementation of consent system

2. Relaxed requirements for registration of TMs 
containing individual names

3. Relaxed procedural requirements for 
exception to lack of novelty

Design

TM
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１．Implementation of Consent System
in Japan
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Background
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Goods/Services

SimilarIdentical

NoNoIdentical
Trademark

NoNoSimilar

• A TM identical/similar in mark and goods/services to a prior 
registered TM cannot be registered (Trademark Law 
4(1)(xi)).

• Many countries/regions allow concurrent registration of 
similar TMs with the consent of the prior TM owner. 

Registration possibility under Trademark Law 4(1)(xi)

Implementation of a consent system

TM



“Non-Binding" Consent System

• Consent Agreement (CA) is not binding 
upon the Examiner.

• Rejection under Article 4(1)(xi) is overcome 
only when no likelihood of confusion.

• Examiner analyzes likelihood of confusion 
not only based on the CA, but also on other 
factors.

BindingNon-binding

NZUS, CN, TW, SG

Effectiveness of Consent Agreement in Different
Countries/Regions
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Examination Procedures Using CA

• Required Documents

– Consent agreement

– Document(s) proving no current and future 
likelihood of confusion

• Ex officio search admissible

Prior TM
owner

(2) Agreement between the parties

Examiner

(1) OA

(4) Decision

(3) CA Applicant
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Measures to Prevent Confusion after Registration

Senior TM
Owner

Junior TM
Owner

Consumer

(2) Request for indication to avoid confusion

(1) Cancellation trial for unfair use

Appeal Division

In case of 
confusion

Likelihood of 
confusion

8

TM



Key Points of Consent System

• Already in effect on April 1, 2024.

• Not applied to applications filed before the effective 
date.

• Applicable even when the cited TM is not in use.

• CA and submitted documents are subject to public 
disclosure.

• Registration using CA in another jurisdiction does 
not guarantee registration using CA in Japan. 

• Not effective for identical TMs designating identical 
goods/services.

Consider ”Assignment back.” 
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２．Relaxed Requirements for 
Registration of TMs Containing 

Individual Names
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TMs Containing Individual Names

Many un-well-known
Mr. Ken Smiths

TM: Ken Smith
Goods: Rings and 
necklaces
Applicant: Ken Smith
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Before revision

Rejection

After revision

Can be 
registered

TM

Applicant

W/o all the Mr. 
Ken Smiths’ 
consents



Examination of TMs Containing Individual Names

(a) Any person with the same name and a certain 
level of recognizability?

– Consent unnecessary if no one with the name is 
well-known.

(b) Cabinet order requirements: 

(i) “Reasonable relationship” between the name 
and the applicant;

(ii) No unfair competition purposes.

If requirements （a）,（b）(i) and (b)(ii) are met, the TM 
can be registered w/o the consent of others.
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Key Points of TMs Containing Individual Names

• Already in effect on April 1, 2024.

• For applications filed prior to the effective 
date, no registration w/o consent of all 
others with the same name.

• Applied to non-Japanese names.

• Applications containing an individual name 
filed after the effective date not eligible for 
accelerated examination.
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３． Relaxation of procedural requirements 
for “exception to lack of novelty”
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Exception to Lack of Novelty

Application

30 days1 year

Decision 
of Refusal

Before revision

Examiner

Proving doc. 
for publication 
(1) is 
submitted, but 
not for (2) or 
(3). 

Applicant

Novelty

Submission
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(3)

Design

(1) Uploaded on 
Social Media

(2) 
Crowdfundin
g site

(3) Uploaded 
on Social 
Media

(2)

Statement
in 
application 
form that the 
exception is 
sought



Relaxation of Procedural Requirements
After revision - case 1

Applicant

(2) Crowdfunding
site

(3) Uploaded on 
Social Media

Examiner

Application

30 days1 year

Decision of 
Registration

If a proving doc. for the earliest published design (1) is submitted, designs 
(2) and (3) will not be considered as cited designs even if they have been 
published prior to the application.

A proving doc. is valid for identical or similar designs.

Submission
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Design

Proving doc. 
only for 
publication (1)

Statement in 
application 
form

(1) Uploaded on 
Social Media



Relaxation of Procedural Requirements

Application

30 days1 Year

Decision of 
registration

(1) Displayed at an 
exhibition 
10am Sep 1.

Applicant

Examiner

(2) Sold at a store 
3pm Sep 1. 

Sufficient to file a proving doc. for one of the earliest day’s 
publications if they are similar.

(3) Uploaded  
on a social 
media on Oct 1.

Submission
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After revision - case 2

Design

Proving doc. 
only for 
publication (1)
or (2)

Statement in 
application 
form



Relaxation of Procedural Requirements

Design application

https://www.jpo.go.jp/system/design/shutugan/tetuzuki/ishou-reigai-tetsuduki/document/index/ishou-reigai-qa24.pdf

(1) First publication: 
Partial release 
through teaser ads

(2) Second publication:
Product launch

Prior publications

Later publication is broader
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After revision - case 3

Design

Statement in 
application form

Proving doc. 
for each 
publication (1)
and (2)



Key Points for Exception of Lack of Novelty

• Already in effect on January 1, 2024.

• Only one proving doc. necessary for pre-
publication of identical/similar designs.

• If dissimilar designs are published, a proving 
doc. should be submitted for each.

• No relief will be granted in case of 
publication 1 year+ prior to the filing date.

• Novelty is judged on the filing date, not on 
the publication date.
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Kazumi Makiuchi
makiuchi@sat-patent.com
SATO International Patent Firm

Thank you for your attention!
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